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DETAILED ACTION 

1. Claims 3-5, 8, 9, 15-18 and 20-27 have been presented for examination and are 
rejected. 

Response to Arguments 

2. Applicant's arguments filed 10/06/2005 with respect to claim 3-5, 8, 9, 15-18 and 
20-27 have been considered but are moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 

4. Claims 3, 9, and 21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tyroler (US Patent 6,320,941). 

5. As per claim 21 , Tyroler teaches in an e-mail server having an annunciator and a 
visible counter affixed thereto, a method for alerting a user to the receipt in the e-mail 
server of an e-mail message comprising the steps of: 
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receiving the e-mail message in the server; (Tyroler, column 3, lines 40-49) 

storing the e-mail message in a mailbox corresponding to the user; (Tyroler, 
column 5, lines 30-35) 

altering a count in the counter to correspond with the number of e-mail messages 
stored in the user's mailbox; (Tyroler, column 5, lines 18-26) 

scanning the e-mail message stored in the mailbox to determine if a text string 
within the e-mail message meets a predetermined outcome criteria; and (Tyroler, 
column 5, lines 7-25) 

activating the annunciator to emit an acoustic or a light signal if the text string 
meets the predetermined outcome criteria (Tyroler, column 5, lines 39-46). 

6. As per claim 3, Tyroler teaches the system further wherein the text string 
comprises a "from" address (Tyroler, column 5, lines 7-25). 

7. As per claim 9, Tyroler teaches the system further including the step of the server 
receiving a description of the predetermined outcome criteria from the at least one 
computer (Tyroler, column 3, lines 5-19). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 4, 5, 8, 15-18, 20, and 22-27 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tyroler (US Patent 6,320,941) and Koch et al. (US PGPub 
2003/0061290). 

10. As per claim 4, Tyroler teaches the above including wherein the text string 
comprises a "from" address (Tyroler, column 5, lines 7-25) yet fails to teach wherein the 
text string includes a text string other than the "from" address. 

Koch teaches a method for notifying users of the receipt of email (Koch, 
paragraph 0013) where the outcome criteria and instructions (Koch, paragraph 0017) 
for the notifications are configured via a web page interface (Koch, paragraphs 0041- 
0042). Koch also teaches forwarding messages (Koch, paragraphs 0027-0029) and 
various filters including urgent flags (Koch, paragraph 0017). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Tyroler and Koch to provide the configuration 
system of Koch in the system of Tyroler, because doing so would allow users to check 
their email, using specific outcome instructions, without requiring access to a computer 
on the communication network (Koch, paragraph 0005). 

11. As per claim 5, Tyroler teaches the above including wherein the text string 
comprises a "from" address (Tyroler, column 5, lines 7-25) yet fails to teach wherein 
there exists an "urgent" flag. 
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Koch teaches a method for notifying users of the receipt of email (Koch, 
paragraph 0013) where the outcome criteria and instructions (Koch, paragraph 0017) 
for the notifications are configured via a web page interface (Koch, paragraphs 0041- 
0042). Koch also teaches forwarding messages (Koch, paragraphs 0027-0029) and 
various filters including urgent flags (Koch, paragraph 0017). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Tyroler and Koch to provide the configuration 
system of Koch in the system of Tyroler, because doing so would allow users to check 
their email, using specific outcome instructions, without requiring access to a computer 
on the communication network (Koch, paragraph 0005). 

12. As per claim 8, Tyroler teaches the above yet fails to teach further including the 
step of forwarding the message to an addressee. 

Koch teaches a method for notifying users of the receipt of email (Koch, 
paragraph 0013) where the outcome criteria and instructions (Koch, paragraph 0017) 
for the notifications are configured via a web page interface (Koch, paragraphs 0041- 
0042). Koch also teaches forwarding messages (Koch, paragraphs 0027-0029) and 
various filters including urgent flags (Koch, paragraph 0017). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Tyroler and Koch to provide the configuration 
system of Koch in the system of Tyroler, because doing so would allow users to check 
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their email, using specific outcome instructions, without requiring access to a computer 
on the communication network (Koch, paragraph 0005). 

13. As per claim 22, Tyroler teaches an e-mail server in a housing comprising: 

a memory having a first region for storing computer executable program code 
and a second region corresponding to a user mailbox; (Tyroler, figure 1, items 14 and 
16) 

an annunciator and a visible counter, each of which is affixed to the housing; and 
(Tyroler, column 5, lines 39-46) 

a processor for executing the program code stored in said memory, wherein the 
program code includes: (Tyroler, figure 1, item 12) 

code for processing a received e-mail message including: 

code for storing the received e-mail message in the user's mailbox; 
(Tyroler, column 5, lines 30-35) 

code for altering a count in the counter to correspond with the 
number of e-mail messages stored in the mailbox; (Tyroler, column 5, lines 18-26) 

code for scanning the e-mail message stored in the user mailbox to 
determine if a text string within the e-mail message meets one of the outcome criteria; 
and (Tyroler, column 5, lines 7-25) 

code for activating the annunciator (Tyroler, column 5, lines 39-46). 
However, Tyroler teaches configuring the server via a client machine (Tyroler, 
figure 1 , PC item 24) yet fails to teach 
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code for configuring the e-mail server, including code for generating a web page 
which accepts at least one outcome criteria and at least one outcome instruction. 

Koch teaches a method for notifying users of the receipt of email (Koch, 
paragraph 0013) where the outcome criteria and instructions (Koch, paragraph 0017) 
for the notifications are configured via a web page interface (Koch, paragraphs 0041- 
0042). Koch also teaches forwarding messages (Koch, paragraphs 0027-0029) and 
various filters including urgent flags (Koch, paragraph 0017). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Tyroler and Koch to provide the configuration 
system of Koch in the system of Tyroler, because doing so would allow users to check 
their email, using specific outcome instructions, without requiring access to a computer 
on the communication network (Koch, paragraph 0005). 

14. As per claim 23, Tyroler-Koch teaches the system further wherein the e-mail 
server receives a description of the predetermined outcome criteria from a client 
computer (Tyroler, column 3, lines 5-19). 

15. As per claim 24, Tyroler-Koch teaches the system further wherein the 
annunciator provides a visual alert (Tyroler, column 5, lines 39-46). 

16. As per claim 25, Tyroler-Koch teaches the system further wherein the 
annunciator provides an audio alert (Tyroler, column 5, lines 60-64). 
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17. As per claim 27, Tyroler-Koch teaches the system further including code for 
determining whether an output of the annunciator should be steady or interrupted 
(Tyroler, column 5, lines 8-25 and 38-56). 

18. As per claim 15, Tyroler teaches an email server having an attached annunciator 
(Tyroler, column 3, lines 40-49; column 5, lines 39-46) yet fails to teach the method 
comprising: 

generating a web page which accepts the outcome criteria and the outcome 
instructions including an outcome instruction for activating the attached annunciator; 

entering at least one of the outcome criteria and at least one of the outcome 
instructions into the web page; and 

submitting the at least one outcome criteria and the at least out outcome 
instruction to the e-mail server. 

Koch teaches a method for notifying users of the receipt of email (Koch, 
paragraph 0013) where the outcome criteria and instructions (Koch, paragraph 0017) 
for the notifications are configured via a web page interface (Koch, paragraphs 0041- 
0042). Koch also teaches forwarding messages (Koch, paragraphs 0027-0029) and 
various filters including urgent flags (Koch, paragraph 0017). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Tyroler and Koch to provide the configuration 
system of Koch in the system of Tyroler, because doing so would allow users to check 
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their email, using specific outcome instructions, without requiring access to a computer 
on the communication network (Koch, paragraph 0005). 

19. As per claim 16, Tyroler-Koch teaches the system further wherein the outcome 
criteria comprises a "from" address (Tyroler, column 5, lines 7-25). 

20. As per claim 17, Tyroler-Koch teaches the system further wherein the outcome 
criteria includes a text string (Tyroler, column 5, lines 7-25). 

21. As per claim 18, Tyroler-Koch teaches the system further wherein the outcome 
criteria includes an "urgent" flag (Koch, paragraph 0017). 

22. As per claim 20, Tyroler-Koch teaches the system further wherein the outcome 
instructions include the address of an addressee for receiving the e-mail message 
(Koch, paragraphs 0027-0029). 

23. As per claim 26, Tyroler-Koch teaches the system further wherein the instruction 
for activating the annunciator provides for the annunciator output to be steady or 
interrupted (Tyroler, column 5, lines 8-25 and 38-56). 
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Conclusion 



24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Taylor whose telephone number is (571) 272- 
3889. The examiner can normally be reached on Monday-Friday, 8:00am to 5:30pm, 
with alternating Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (571) 272-3880. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 305-3718. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Nicholas Taylor 
Examiner 
Art Unit 2141 




